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DETAILED ACTION 
Claim Rejections - 35 USC § 103 

The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office action. 

Claims 1, 3, 6, 7, 9-11, 14-18, 21-24, 27-28, 30-31, 34-38, 41-42, 44 and 52-53 
are rejected under 35 U.S.C. 103(a) as being unpatentable over Weber in combination 
with Schmidt and US Patent 5,525,636 to Henn et al., (hereinafter "Henn"). 

The disclosure of Weber reference is discussed in detail in the previous office 
actions and such discussion is incorporated in their rejection by reference. Further, as 
reflected by the applicants in their response dated 1-12-2007, 

The differences between the invention claimed in the broad claims of the instant 
application and the disclosure of the Weber reference is that the Weber reference does 
not expressly discloses the molecular weight of suitable polystyrenes and that the 
method of making the claimed product disclosed in Weber is different from the claimed 
method steps insofar as the blowing agent, in the process of Weber, is added via 
impregnation and the claimed step calls for melt blending the blowing agent. The 
molecular weight limitation has been addressed on several previous occasions. The 
examiner is still of the opinion that use of PS with the specified molecular weight would 
have been obvious for an ordinary artisan as quite common molecular weights for PS 
used in cellular PS, and also in view of Schmidt. In addition, the disclosure of Hann 
expressly teaches use of PS of molecular weights specifically corresponding to the 
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claimed molecular weights and further expressly teaches benefits of using lower Mw (or 
Mn) PS in foam applications. See column 2, lines 47-59. 

The process limitations claimed in some of the independent claims, once again 
it is emphasized that the claimed invention is drawn to a product not the process, even 
though the claims are drafted in the "product-by-process" format. As such, the 
patentability of the claimed product lies in the product itself, not the process step 
limitations. It has been previously discussed in several office actions, that since the 
claimed product is obtained from substantially the same materials, and, since the 
degree of impregnation (level of blowing agent in expandable product prior to expansion 
step) disclosed in Weber and exemplified in illustrative examples are similar, it is 
reasonable believed that the products claimed are substantially identical to the product 
of Weber absent showing factual evidence to the contrary. As such, they inherently 
exhibit the claimed properties. It is further noted that the sound level is claimed as 
"about 60", i.e., not claimed with any specified exactitude and, thus, is met by any 
sound level unless this property change leads to a material change in quality of the 
product. The comparative example # 3 is noted. However, the example does not 
provide any probative evidence of unexpected results due to the process steps, as it is 
not clear whether the composition used in this example is the same as in illustrative 
example, i.e., it appears that the composition of comparative example 3 lack the flame 
retardant and it is not even known what level of blowing agent is present in the 
composition prior to expansion (and what blowing agent it is). Moreover, it is well 
known in the ar that the specific steps of blending blowing agents via different 
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processes result in different properties of the final products, tthus, it is not apparent that 
the alleged unexpected results are truly unexpected. 

Addition of nucleating agent to a foamed composition is notoriously known in the 
art of foam for controlling of cell size and uniformity of the foam, ad thus, would have 
been obvious for an ordinary artisan, as for example, supported by disclosure of Henn, 
expressly listing nucleating agents as known common additives for polystyrene foams. 
See column 4, line 16. 

Thus, the invention as claimed is still considered to have been obvious for an 
ordinary artisan from the combined teachings of the cited prior art absent showing of 
unexpected results that can be clearly attributed to the claimed molecular weights of 
PS. 

All other claimed limitations have been discussed in the previous office action 
and are either expressly or inherently met by the teachings of the cited references. 

Claims 8, 29, and 43 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Weber in combination with Schmidt and Henn and further in view of Taubitz, '633 
(of record). 

The disclosure of Weber in combination with Schmidt and Henn is discussed 
above. Insofar as the claim limitation claiming specific flame retardant, Weber does not 
disclose the specifically claimed compounds. However, the claimed flame retardant are 
known in the art as flame retardant for the various polymeric compositions, and, as 
such, would have been an obvious choice of an ordinary artisan with reasonable 
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expectation of success and known results. This position of the examiner is further 
supported by Taubitz disclosing functional equivalence of the flame retardant expressly 
disclosed by Weber with numerous phosphorous based flame retardan includingthose 
claimed in the instant application. 

Claims 1, 3, 6, 7, 9-11, 14-18, 21-24, 27-28, 30-31, 34-38, 41-42, 44 and 52-53 
are rejected under 35 U.S.C. 103(a) as being unpatentable over Weber in combination 
with Schmidt, Henn and further in combination with Green. 

The rejection stands as per reason of record as previously discussed in several 
office actions. This is an alternative rejection of claims reciting the process steps for 
obtaining the claimed product and specific properties of the products, in view of 
processes disclosed in Green. 

The disclosure of Weber in combination with Schmidt, Henn is discussed above. In the 
alternative, should the claimed product obtained by the claimed process steps be 
materially different from the product obtained by the process disclosed in Weber, 
obtaining the claimed product via the claimed steps would have been obvious in view of 
the disclosure of Green. As discussed in the previous office actions, it is notoriously 
known that polystyrene based expandable beads can be manufactured via dozens of 
different processed, from most common impregnation of bead with blowing agent, 
polymerizing styrene in the presence of the blowing agent, extrusion melt mixing 
polystyrene with the blowing agents to some exotic methods of forming such beads via 
exotic techniques involving costly machinery. See, for example, background of the 
Green reference (and the entire document as well). Each method is known for its 



Application/Control Number: 10/815,267 Page 6 

Art Unit: 1711 

advantages and choice of one of them that correspond to the claimed step would have 
been obvious for its known advantages, absent showing of unexpected results that can 
be clearly attributed to the claimed process steps. As discussed above, no clear and 
convincing evidence of unexpected results that can be attributed to the process step is 
presented on the record. 

Claims 8, 29 and 43 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Weber in combination with Schmidt and Henn and further in view of Taubitz, '633 
(of record), and further in combination with Green. 

The rejection stands as per reason of record and discussions set forth above with 
regard to the process steps and specific flame retardants. 

Response to Arguments 

Applicant's arguments filed 7-24-2007 have been fully considered but they are 
not persuasive. The applicants arguments are directed to the fact that the references 
alone or in combination provide expectation of success because none of the cited 
references address a specifically claimed property of the claimed composition, i.e., 
"squeakiness" of the expanded material. This statement made by the applicants in 
their response has absolutely no legal merit. Simply because a references does not 
address, or silent with respect to a particular property does not mean that the claimed 
compositions in not obvious and the combined teachings of references does not make 
this composition or material quite obvious. The rejection based on combined teachings 
of Weber and 
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The applicants further argue that the flame retardant agent disclosed in Weber is 
structurally different from the flame retardant agent claimed in dependent claims (claims 
8, 29, 43). This argument is addressed above in the body of the rejection. 

The applicants further argue that the claimed invention requires specific process 
step for incorporating the blowing agent into the polymer mixture. While some of the 
independent claims do recite specific process steps of making the claimed product, it 
has been discussed in numerous previous office action, as well as above, that the 
process limitations are irrelevant to the patentability of the claimed product unless it is 
clearly shown that the product obtained by the claimed process is patentably distinct 
from the product of the prior art. Again, as discussed above, no convincing evidence to 
that effect are present on the record. 

The applicants further argue that the combination of Weber with Schmidt and 
Henn is problematic as the secondary references disclose different compositions. The 
applicants, once again, is misinterpreting the teachings of the cited secondary 
references which are relied upon in the body of the rejection. The teachings relied upon 
are strictly directed to the properties of polystyrene and not the entire compositions, 
since it is the property of the PS that Weber reference is silent about. 

Insofar as the applicants arguments with regard to unexpected results, this point 
is addressed above. The showing allegedly unexpected results is not considered 
probative or convincing for the reasons discussed above, and further in view of the fact 
that no amount of blowing agent is specified in any of the claims, thus raising a question 
on whether the results are commensurate in scope with the claimed invention that can 
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have only a very minor amount of the blowing agent. But it is also very important to 
address the question on whether the allegedly unexpected results, even if, arguendo, 
are unexpected, outweigh the obviousness of the claimed blends, as the claimed blends 
are clearly obvious from the teachings of the cited references and the claimed 
properties is simply tantamount to finding another property of otherwise obvious 
composition. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Irina S. Zemel whose telephone number is (571)272- 
0577. The examiner can normally be reached on Monday-Friday 9-5. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, James Seidleck can be reached on (571)272-1078. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

Irina S. Zemel 
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